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DETAILED ACTION 

Specification 

1. The disclosure is objected to because of the following: 

On page 6, line 10, the "y" in the formula Ti x Ali. x O y is not defined. The 
same formula also appears in other pages, for example, pages 10-11. 
Appropriate correction is required. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-29 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

In claims 1 and 8, the term "high thermal stability" is a relative term which 
renders the claim indefinite. It is unclear what level of thermal stability is 
considered "high thermal stability". The term "high thermal stability" is not 
defined by the claim, the specification does not provide a standard for 
ascertaining the requisite degree, and one of ordinary skill in the art would not be 
reasonably apprised of the scope of the invention. In addition, it is also unclear 
what "thermal stability" is referred to. 

In claims 2-3, 6, and 8-9, the term "optically inactive" is a relative term 
which renders the claim indefinite. A materials may be considered either 
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optically active or inactive depending on the definition of the term "optically 
inactive". The term "optically inactive" is not defined by the claim, the 
specification does not provide a standard for ascertaining the requisite degree, 
and one of ordinary skill in the art would not be reasonably apprised of the scope 
of the invention. 

Claims 14 and 27, the scopes of the claims are unclear because the "y" in 
the formula Ti x Ali. x O y is not defined. 



Double Patenting 

3. The nonstatutory double patenting rejection is based on a judicially 
created doctrine grounded in public policy (a policy reflected in the statute) so as 
to prevent the unjustified or improper timewise extension of the "right to exclude" 
granted by a patent and to prevent possible harassment by multiple assignees. 
A nonstatutory obviousness-type double patenting rejection is appropriate where 
the conflicting claims are not identical, but at least one examined application 
claim is not patentably distinct from the reference claim(s) because the examined 
application claim is either anticipated by, or would have been obvious over, the 
reference claim(s). See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. 
Cir. 1998); In re Goodman, 11 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In 
re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 
619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 
1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 
1 .321(d) may be used to overcome an actual or provisional rejection based on a 
nonstatutory double patenting ground provided the conflicting application or 
patent either is shown to be commonly owned with this application, or claims an 
invention made as a result of activities undertaken within the scope of a joint 
research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may 
sign a terminal disclaimer. A terminal disclaimer signed by the assignee must 
fully comply with 37 CFR 3.73(b). 
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Claims 1-29 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 16-19 and 
21-24 of copending Application No. 10/527,499. Although the conflicting claims 
are not identical, they are not patentably distinct from each other. 

The claims in the copending application discloses a coated substrate have 
at least one functional layer of metal oxide and at least one intermediate layer of 
a metal oxide. The coated substrate also comprises an alternating layer system 
made up of functional layers with a high refractive index and functional layers 
with a low refractive index. Because the structure of the coated substrate 
claimed in the copending application is the same/similar to the structure of the 
layer system claimed in the present application and would have been obvious to 
one of ordinary skilled in the art to make and use the claimed subject matters. 

This is a provisional obviousness-type double patenting rejection because 
the conflicting claims have not in fact been patented. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this 
Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 

Claims 1-3, 5, 8-9, 11 and 20-26 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Selhofer et al. ('Comparison of pure and mixed coating 
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materials forAR coatings for use by reactive evaporation on glass and plastic 
lenses" THIN SOLID FILMS, ELSEVIER-SEQUOIA S.A. LAUSANNE, CH, vol. 
30, nos 1-2, 30 August 1999, pages 180-183, XP0041 83089 ISSN: 0040-6090). 

Regarding claims 1-3, 5, 8-9, and 11, Selhofer discloses a titanium- 
aluminum oxide layer deposited on a Si0 2 wafer (see figure 8). The titanium- 
aluminum oxide layer and the SiC>2 layer can be considered as either a functional 
layer or an intermediate layer. 

Regarding the "high thermal stability" limitation, since Selhofer discloses 
the same layer structure comprising the same materials as claimed, Selhofer's 
layer structure would inherently has the same properties such as high thermal 
stability and optically inactive. It is also confirmed by the description of the 
present application on page 3 of the specification that the "functional layer 
comprising titanium aluminum oxide inherently ensures a high thermal stability". 

Claims 20-22 are product-by-process claims. Even though product-by- 
process claims are limited by and defined by the process, determination of 
patentability is based on the product itself. The patentability of a product does 
not depend on its method of production. If the product in the product-by-process 
claim is the same as or obvious from a product of the prior art, the claim is 
unpatentable even though the prior product was made by a different process." 
In re Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985). In this 
case, since Selhofer discloses the same product as claimed, Selhofer anticipates 
the claimed product limitations even through the product disclosed by Selhofer 
may be made by a different process. 



Application/Control Number: 10/527,494 Page 6 

Art Unit: 1794 

"The Patent Office bears a lesser burden of proof in making out a case of 
prima facie obviousness for product-by-process claims because of their peculiar 
nature" than when a product is claimed in the conventional fashion. In re 
Fessmann, 489 F.2d 742, 744, 180 USPQ 324, 326 (CCPA 1974). Once the 
examiner provides a rationale tending to show that the claimed product appears 
to be the same or similar to that of the prior art, although produced by a different 
process, the burden shifts to applicant to come forward with evidence 
establishing an unobvious difference between the claimed product and the prior 
art product. In re Marosi, 710 F.2d 798, 802, 218 USPQ 289, 292 (Fed. Cir. 
1983). 

With respect to claims 23-26, Selhofer also discloses the use of the layer 
system for illumination body, such as interference coatings in the visible range 
with high refractive index or AR coatings. 

Claims 23-26 recite recitations "usable as a coating for " which have 

not been given patentable weight because the recitation occurs in the preamble. 
A preamble is generally not accorded any patentable weight where it merely 
recites the intended use of a structure, and where the body of the claim does not 
depend on the preamble for completeness but, instead, the structural limitations 
are able to stand alone. See In re Hirao, 535 F.2d 67, 190 USPQ 15 (CCPA 
1976) and Kropa v. Robie, 187 F.2d 150, 152, 88 USPQ 478, 481 (CCPA 1951). 

The recitations of the intended use as claimed in the present application 
do not result in a structural difference between the claimed layer system and the 
prior art. 
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Accordingly, Selhofer meets the limitations of claims 1-3, 5, 8-9, 11 and 

20-26. 

5. Claims 1-3, 5, 8-9, 11,14-15 and 20-27 are rejected under 35 
U.S.C. 102(b) as being anticipated by Zeira et al. (WO 97/08357). 

Regarding claims 1-3, 5, 8-9, 11, Zeira discloses a layer coating 
comprising a titanium aluminum oxide (page 13, lines 5-20) and a layer 
comprising Si02 (page 12, lines 20-25). The titanium-aluminum oxide layer and 
the Si0 2 layer can be considered as either a functional layer or an intermediate 
layer. 

Regarding the "high thermal stability" limitation, since Zeira discloses the 
same layer structure comprising the same materials as claimed, Zeira's layer 
structure would inherently has the same properties such as high thermal stability 
and optically inactive. It is also confirmed by the description of the present 
application on page 3 of the specification that the "functional layer comprising 
titanium aluminum oxide inherently ensures a high thermal stability". 

Regarding claims 14-15 and 27, Zeira discloses that the layer coating 
comprising about 98% titanium and about 2 % aluminum with a reflective index of 
2.256 (page 1 3, line 5-20, page 1 5, lines 1 0-20, and page 21 , claim 1 1 ), which 
meets the limitations of claims 14-15 and 27. 

Claims 20-22 are product-by-process claims. Even though product-by- 
process claims are limited by and defined by the process, determination of 
patentability is based on the product itself. The patentability of a product does 
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not depend on its method of production. If the product in the product-by-process 
claim is the same as or obvious from a product of the prior art, the claim is 
unpatentable even though the prior product was made by a different process." 
In re Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985). In this 
case, since Zeira discloses the same product as claimed, Zeira anticipates the 
claimed product limitations even through the product disclosed by Zeira may be 
made by a different process. 

"The Patent Office bears a lesser burden of proof in making out a case of 
prima facie obviousness for product-by-process claims because of their peculiar 
nature" than when a product is claimed in the conventional fashion. In re 
Fessmann, 489 F.2d 742, 744, 180 USPQ 324, 326 (CCPA 1974). Once the 
examiner provides a rationale tending to show that the claimed product appears 
to be the same or similar to that of the prior art, although produced by a different 
process, the burden shifts to applicant to come forward with evidence 
establishing an unobvious difference between the claimed product and the prior 
art product. In re Marosi, 710 F.2d 798, 802, 218 USPQ 289, 292 (Fed. Cir. 
1983). 

With respect to claims 23-26, Zeira also discloses the use of the layer 
system as coating for illumination body (e.g. see page 5, lines 1-15). 

Claims 23-26 recite recitations "usable as a coating for " which have 

not been given patentable weight because the recitation occurs in the preamble. 
A preamble is generally not accorded any patentable weight where it merely 
recites the intended use of a structure, and where the body of the claim does not 
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depend on the preamble for completeness but, instead, the structural limitations 
are able to stand alone. See In re Hirao, 535 F.2d 67, 190 USPQ 15 (CCPA 
1976) and Kropa v. Robie, 187 F.2d 150, 152, 88 USPQ 478, 481 (CCPA 1951). 

The recitations of the intended use as claimed in the present application 
do not result in a structural difference between the claimed layer system and the 
prior art. 

Accordingly, Zeira meets the limitations of claims 1-3, 5, 8-9, 11,14-15 
and 20-27. 

6. Claims 1-3, 5-9, 11-13, 15-26 and 28-29 are rejected under 35 
U.S.C. 102(b) as being anticipated by Browning et al. (US 5,914,817). 

Regarding claims 1-3, 8-9, 16-17 and 28-29, Browning discloses a layer 
system comprising an alternating layer system which comprises a plurality of 
high refractive index layer and a low refractive index layer (col. 3, lines 35-55). 

Browning also discloses that the low refractive index material and the high 
refractive index material may each be a mixture of at least two materials. A 
preferred combination of alternating layers is a mixture of Ti02 and AI203, in a 
ratio such that the mixture has a refractive index of 1 .9 (col. 8, lines 1-25). 

The high refractive index layer and the low refractive index layer can be 
considered as a functional layer or an intermediate layer. 

Regarding the "high thermal stability" limitation, since Browning discloses 
the same layer structure comprising the same materials as claimed, Browning's 
layer structure would inherently has the same properties such as high thermal 
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stability and optically inactive. As also indicated on page 3 of the specification of 
the present application, that the "functional layer comprising titanium aluminum 
oxide inherently ensures a high thermal stability". 

Regarding claims 5, 11 and 18-19, Browning discloses that the low 
refractive index materials may be Si0 2 (col. 7, lines 45-50). 

Regarding claims 6 and 12, Browning discloses that some materials may 
be utilized as either a high refractive index material or a low refractive index 
material depending on the refractive index of the other material. Examples of 
material which may be utilized as either a high or low refractive index material 
depending on the particular combination of alternating layers include: indium 
oxide (In203), silicon monoxide (SiO), (Si203), silicon oxynitride, tin dioxide 
(Sn02), zinc oxide (ZnO), tantalum oxide (Ta205), zirconium oxide (Zr02), and 
oxides and nitrides of metal silicides (col. 7, lines 35-45). 

Regarding claims 7 and 13, Browning discloses that at least one layer 
comprises zirconium oxide (col. 7, lines 40-50). 

Regarding claim 15, Browning discloses that the mixture of Ti02 and 
AI203, in a ratio such that the mixture has a refractive index of 1 .9 (col. 8, lines 
1-15). 

Claims 20-22 are product-by-process claims. Even though product-by- 
process claims are limited by and defined by the process, determination of 
patentability is based on the product itself. The patentability of a product does not 
depend on its method of production. If the product in the product-by-process 
claim is the same as or obvious from a product of the prior art, the claim is 
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unpatentable even though the prior product was made by a different process." 
In re Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985). In this 
case, since Browning discloses the same product as claimed, Browning 
anticipates the claimed product limitations even through the product disclosed by 
Browning may be made by a different process. 

"The Patent Office bears a lesser burden of proof in making out a case of 
prima facie obviousness for product-by-process claims because of their peculiar 
nature" than when a product is claimed in the conventional fashion. In re 
Fessmann, 489 F.2d 742, 744, 180 USPQ 324, 326 (CCPA 1974). Once the 
examiner provides a rationale tending to show that the claimed product appears 
to be the same or similar to that of the prior art, although produced by a different 
process, the burden shifts to applicant to come forward with evidence 
establishing an unobvious difference between the claimed product and the prior 
art product. In re Marosi, 710 F.2d 798, 802, 218 USPQ 289, 292 (Fed. Cir. 
1983). 

With respect to claims 23-26, Browning also discloses the use of the layer 
system as coating for illumination body (e.g. see col. 1-2). 

Claims 23-26 recite recitations which have not been given patentable 
weight because the recitation occurs in the preamble. A preamble is generally 
not accorded any patentable weight where it merely recites the intended use of a 
structure, and where the body of the claim does not depend on the preamble for 
completeness but, instead, the structural limitations are able to stand alone. See 
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In re Hirao, 535 F.2d 67, 190 USPQ 15 (CCPA 1976) and Kropa v. Robie, 187 
F.2d 150, 152, 88 USPQ 478, 481 (CCPA 1951). 

The recitations of the intended use as claimed in the present application 
do not result in a structural difference between the claimed layer system and the 
prior art. 

Accordingly, Browning discloses all the limitations of claims 1-3, 5-9, 11- 
13, 15-26 and 28-29. 

Allowable Subject Matter 

7. Claims 4 and 10 would be allowable if rewritten to overcome the 
rejection(s) under 35 U.S.C. 112, 2nd paragraph, set forth in this Office action 
and to include all of the limitations of the base claim and any intervening claims. 

8. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Ling Xu whose telephone number is 571-272- 
7414. The examiner can normally be reached on 8:00 am- 4:30 pm, Monday - 
Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Rena Dye can be reached on 571-272-3186. The fax 
phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786- 
9199 (IN USA OR CANADA) or 571-272-1000. 

Ling Xu 

Primary Examiner 
Art Unit 1794 

/Ling Xu/ 

Primary Examiner, Art Unit 1794 
Lx 

July 21, 2008 



